LAWS GOVERNING IMITATION 171

Deficiency. “Deficiency” as per Sec. 2(1)(g) means any fault, imperfection, shortcoming or
inadequacy in the quality, nature and manner of performance which is required to be maintained by or
under any law for the time being in force or has been undertaken to be performed byapersoninpursuance ¥
of a contract or otherwise in relation to any service.

Restrictive Trade Practice. As per Sec.2(1)(nn) of the Act, “Restrictive Trade Practice” means
any trade practice which requires a consumer to buy, hire or avail of any goods or as the case may be,
services as a condition precedent for buying, hiring or availing of other goods or services.

Trader. According to Sec.2(1)(q) “trader” in relation to any goods means a person who sells or
distributes any goods for sale and includes the manufacturer thereof, and where such goods are sold or
distributed in package form, includes the packer thereof.

Unfair Trade Practice. As per Sec.2(1)(r) "Unfair Trade Practice” means a trade practice which,
for the purpose of promoting the sale, use or supply of any goods or for the provision of any service, adopts
any unfair method or unfair or deceptive practice including any of the following practices, namely —

(1) The practice of making any statement, whether orally or in writing or by visible representation.

(i) Félsely represents that the goods are of a particular standard, quality, quantity, grade,
composition, style or model;

(i) Falsely represents that the services are of a particular standard, quality, or grade;

(iii) Falsely represents any re-built, second-hand, renovated, reconditioned or old goods as new
goods;

(iv) Represents thatthe goods or services have sponsorship, approval, performance, characteristics,
accessories, uses or benefits which such goods or services do not have;

(v) Represents that the seller or the supplier has a sponsorship or approval or affiliation which such
seller or supplier does not have; ' ‘

(vi) Makes a false or misleading representation concerning the need for or the usefulness of, any
goods or services; .

(vii) Gives to the public any warranty or guarantee of the performance, efficacy or length of life of
a product or of any goods that is not based on an adquate or proper test thereof;

Provided that where a defence is raised to the effect that such warranty or guarantee is based
on adquate or proper test, the burden of proof of such defence shall lie on the person raising such
defence;

(viii} Makes to the public a representation in a form that purports to be —
(a) A warranty or guarantee of a product or of any goods or services; or

(b) Apromisetoreplace, maintain or repair an article or any part thereof or to repeat or continue
a service until it has achieved a specified result, If such purported warranty or guarantee or
promise is materially misleading or if there is no reasonable prospect that such warranty,
guarantee or promise will be carried out;

(ix) Materially misleads the public concerning the price at which a product or like products or goods
or services, have been or are, ordinarily sold or provided, and, for this purpose, a representa-
tion as to price shall be deemed to refer to the price at which the product or goods or services
has or have been sold by sellers or provided by suppliers generally in the relevant market unless
it is clearly the price at which the product has been sold or services have been provided by the
person by whom or on whose behalf the representation is made;
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Gives false or misleading facts disparaging the goods, services or trade of another person.
Explanation : For the purpose of clause (1), a statement is —
(a) Expressed on an article offered or displayed for sale, or on its wrapper or container; or

(b) Expressed on anything attached to, inserted in, or accompanying, an article offered or
displayed for sale, or on anything on which the article is mounted for display or sale; or

{c) Contained in or on anythingthat s sold, sent, delivered, transmitted or in any other manner
whatsoever made available to a member of the public,

Shall be deemed to be a statement made to the public by, and only by, the person who had
caused the statement made to be so expressed, made or contained;

Permits the publication of any advertisement whether in any newspaper, or otherwise, for the
sale of supply at a bargain price, of goods or services that are not intended to be offered for sale
or supply at the bargain price, or for a period that is,-and in quantities that are, reasonable,
having regard to the nature of the market in which the business is carried on, the nature and

. size of business, and the nature of the advertisement.

Explanation : For the purposes of clause (2), “bargaining price” means —

(a) Apricethatis stated in any advertisement to be a bargain price, by reference to an ordinary
price or otherwise, or ‘

(b) A price that a person who reads, hears or sees the advertisement, would reasonably
understand to be a bargain price having regard to the prices at which the product adver-
tised or like products are ordinarily sold;

Permits —

(é) The offering of gifts, prizes or other items with the intention of not providing them as offered
or creating impression that something is being given or offered free of charge when it is fully
or partly covered by the amount charged in the transaction as a whole;

{b) The conduct of any contest, lottery, games of chance or skill, for the purpose of promoting,
directly or indirectly, the sale, use or supply of any product or any business interest;

Permits the sale or supply of goods intended to be used, or are of a kind likely to be used, by
consumers, knowing or havingreason to believe that the goods do not comply with the standards
prescribed by competent authority relating to performance, composition, contents, design,

- constructions, finishing or packaging as are necessary to prevent or reduce the risk of injury to

(5)

the person using the goods;

Permits the hoarding or destruction of goods, or refuses to sell the goods or to make them
available for sale or to provide any service, if such hoarding or destruction or refusal or tends

-to raise or is intended to raise, the cost of those or other similar goods or services.

Rights of Consumers

The consumers rights include the right not to buy a product that is offered for sale, to expect the
product to be safe, to expect the product to be what it is claimed to be, to be adequately informed about
the more important aspects of the product, to be protected against questionable production and marketing
practices and to influence products and marketing practices in directions that will enhance the “quality of
life”. He has a right to receive proper and efficient service and satisfaction.
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Section 6 provides for the objects of the Central Consumer Protection Council. Ithas to promote and
protect the right of the consumers. These are: :

I. The Right of Safety i.e., the right to be protected against the marketing of goods which are
hazardous to life and property. There are various risks involved in the consumption and use of
products, such as electrical appliances, drugs, cosmetics, pressure cookerseetc. Theproductsmay
cause even risk to life on the slightest lapse in their use. :

II. The Right to be Informed i.e., the right to be informed about the quality, quantity, potency,
purity, standard and price of goods so as to protect the consumer against unfair trade practices.
The consumer should be given relevant information in detail about —

(i) the product, including the name and address of manufacture, date of manufacture,
ingredients, technical specifications, etc.
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(ii) the precautions, if any, to be taken, in the use of product and its proper maintenance and
up-keep;
(iii) the strength, durability, serviceability and re-use value of the product;

(iv) the cost structure of the produtt, the reliability of the quality, the side and/or after-effects
(especially in the case of drugs), risks involved in the use of household gadgets, toys for
children etc. ’

III. TheRight to Choosei.e. therightto be assured, wherever possible, access to avariety of goods
at competitive prices. The consumer should be given the right to make evaluation of the
alternative products and to accept the one which he chooses. He should not at all be made the
victim to high-pressure and aggressive salesmanship.

IV. The Right to be Heard i.e., the right to be heard and to be assured that consumer's interest
will receive due consideration at appropriate forums. This right includes the right to make
protest. The consumer can exercise this right either himself or through consumers associations
or through letters to newspapers. Many business houses maintain Consumer Affairs Depart-
ments to entertain the consumer's feedback about their products.

V. The Right to Seek Redressal i.c., the right to seek redressal against unfair trade practices or
unscrupulous exploitation of the consumer.The consumer has a right to get his claims and
complaints settled against the manufacturers and sellers. The various fora under the Act, actas
redressal agencies for this purpose.

VI. The Right to Consumer Education. Consumer education is an important determinant of
consumer protection and satisfaction. This will help a consumer in protecting himself against
fraudulent, deceitful and grossly misleading information, advertising, labelling, or other prac-
tices. He must be told what his rights are, and under what provisions of law, and what remedies
are available under the different enactments.

Three-tier Grievance Redressal Machinery for Enforcement of the Rights of the
Consumers

Section 9 provides for establishment of Consumer Disputes Redressal Agencies. These are:
(i) District Forum, established by the state government in each district of the state;

(i) State Commission, established by the state government, in the state, and

(iii) National Commission established by the Central Government.

The State Government may, however, establish more than one forum in a district, wherever
necessary. An aggrieved consumer may file a complaint with either of agencies, keeping in mind the
provisions of Sections 11,17 and 21, which define their jurisdiction,

Manner in which complaint shall be made (Sec. 12). A complaint in relation to any goods
sold or delivered or agreed to be sold or delivered or any service provided or agreed to be provided, may
be filed with a District Forum, by —

(i) the consumerto whom such goods are sold or delivered or agreed to be sold or delivered or such
service provided or agreed to be provided;

(i) any recognised consumers association whether the consumer to whom the goods sold or
delivered or service provided or agreed to be provided is a member of such association or not;
or :

(iii) One or more consumers, where there are numerous consumers having the same interest, with

the permission of the District Forum, on behalf of, or for the benefit of, all consumers so
interested; or
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(iv) the Central or the State Government. -

Itis not the requirement that drafting of the complaint must be like that of a plaint to be moved in
a civil court. The complaint should be with the simple purpose of conveying why, how and on what basis
damages have been claimed. : ‘

If the value of goods and compensation amount does not exceed Rs. 5 lakhs, the consumer can get
redressal of the breach of his right by approaching a District Consumer Forum. If it exceeds Rs.5 lakhs but
is less than Rs. 20 lakhs, the consumer can make complaint to State Commissioner. And in cases, where
compensation exceeds Rs. 20 lakhs a consumer should approach National Commissioner.

Penalties (Sec. 27)

Where a trader or a person against whom a complaint is made [or the complainant] fails or omits
to comply with any order made by the District Forum, the State Commission or the National Commission,
as the case may be, such trader or person [or complainant] shall be punishable with imprisonment for a
term which shall not be less than one month but which may extend to three years, or with fine which shall
not be less than two thousand rupees but which may extend to ten thousand rupees, or with both provided
that the District Forum, the State Commission or the National Comnmission, as the case may be, may, if
it is satisfied that the circumstances of any case so require, impose a sentence of imprisonment or fine, or
both, for a term lesser than minimum term and the amount lesser than the minimum amount specified.

Thus, the Consumer Protection Act provides simplified, inexpensive and speedy remedy for
redressal of consumer's grievances.

LAWS ABROAD

Trademarks and the United States

Trademark laws in the United States are outlined under what is commonly known as the Lanham
Act or the Trademarks Act of 1946. A section was added to deal with false designations of origin or false
descriptions of goods. These false claims may be referred to in other countries as passing-off.

Definition of Trademarks. A trademark is any mark, word, letter, number, design, picture or
combination thereof in any form of arrangement that:

(a) is adopted and used by a person to denominate goods which he or she markets and is affixed
to the goods and;

(b) isnotacommon orgeneric name for the goods ora picture of them, or a geographical, personal,
or corporate or other association name, or a designation descriptive of the goods or of their
quality, ingredients, properites and functions (Trademark Act Sec. 2,715).

A trade name is any designation that:

(a) isadoptedandusedbya person to denominate goodswhich he or she markets or serviceswhich
he or she renders or a business which he or she conducts, or has to be so used by others; and

(b) throughits association with such goods, services, or business, has acquired a special significance
as the name thereof (Trademark Act Sec. 2,716).

Infringement. On infringes another’s trademark or trade name if:

(a) without a privilege to do so, he or she uses in his or her business, in the manner of a trademark
or trade name, a designation which is identical with or confusingly similar to the other's
trademark, though he or she does not use the designation for the purpose of deception; and

(b) The others interest in his name is protected with reference to:

(i) the goods, services or business in connection with which the actor uses his or her
designation, and
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(ii) the markets in which the actor uses the designation;

(c) the other's trademark is not a clear likeness of a third person's prior and subsisting trademark or
" trade name in substantially the same market for the same or clearly related goods (Trademark
Act Sec. 2,717).

Passing off. The false designations of origin and false descriptions are forbidden as follows:

(a) Any personwho, on or in connection with any goods or services or any container for goods, uses
in commerce any word, term, name, symbol, or device or any combination thereof, or any false
designation of origin, false or misleading description of fact, or false or misleading representation
of fact, which:

(i) islikelyto cause confusion, or to cause mistake, or to deceive as to the affiliation connection,
or association of such person with another person, or as to the origin sponsorship or
approval of his or her goods, services, or commercial activities by another person; or

(i) if commercial advertising or promotion, misrepresents the nature characteristics, qualities
or geographic origin of his or her or another persons goods services, or commercial
activities.

Shall be liable in a civil action by any person who believes that he or she is or likely to be demaged
by such act. _—

Testing for likelihood of confusion. The determination of trademark infringement sometimes
depends on establishingwhether the public has been confused by the alleged infringer. The courts consider
various points in testing for likelihood of confusion. ‘

They are:

(a) The similarity or dissimilarity of the trademark in their entireties as appearance, sound
connotation and commercial impression;

{b) The similarity or dissimilarity and nature of the goods or services as described in an application;
(¢} The similarity or dissimilarity of established, likely-to-continue trade channels;

(d) The conditions under which and buyers to whom sales are made, i.e.impulse versus careful
sophisticated shopping; '

{(e) The fame of the prior mark (sales, advertising, length of use);
(f) The number and nature of similar marks in use on similar goods;
(g) The nature and extent of any actual confusion;

(h) The length of time during and conditions under which there has been concurrent use without
evidence of actual confusion;

(i) The variety of goods on which a mark is or is not used (house mark, family mark, product
mark); _
(i) The market must interface between applicant and the owner of a prior mark;
(i) amere consent to register to use:

(i) agreement provisions designed to preclude confusion, i.e. limitations on continued use of
the marks by each party.

(iii) Assignment of mark, application, registration and goods will of the related business.
(iv) Lachesand estdppel attributable to owner of prior mark and indicative of lack of confusion.
(k) The extent to which applicant has a right to exclude others from use of its mark on their goods;
() The extent to potential confusion;
(m) Any other established fact prohibitive of the effect of use [Trademark Act, Sec. 2(d) 159].
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Among the different legal jurisdiction in the United States, there is very little agreement on what
factors to consider in testing for likelihood of confusion (Fletcher 1989). Some circuits apply equal weight
to many factors, some apply equal weightto only a few factors and some focus on only one or two factors.
Each circuit may also consider different factors as the most important.

Trademarks in Canada. Any term, symbol, design or combination of these that identifies a
business or a product is called a trademark in Canada and is protected under the Federal Trademark's Act
- (1989). A trademark must be registered to be protected under the statute. Exclusive rights and protection
are granted for use throughout Canada and in other countries party to the International Trademark
Agreement. This protection is granted for fifteen years and is renewable (Yates 1989).

Definition of a trademark. In chapter T-13, Section 2 of the Trademarks Act, a trademark is
defined as a mark that is used for the purpose of distinguishing goods or services that are of a defined
standard with respect to:

(a) the character or quality of the goods or services;
(b} the working conditions under which the goods have been produced or the services performed;
(c) the class of persons by whom the goods have been produced or the services performed; or

(d) the area within which the goods have been produced or the services performed. From goods
or services that are not of that defined standard.

Confusion. When the distinguishing aspect is not met, it is.gaid, that the goods or services are
confused. The word “confusing” when applied as an adjective to a trademark or frade name, means that
the use of a trademark or trade name causes confusion with another trademark or trade name in the same
area. This confusion would be likely to lead to the inference that the goods and services associated with:

(a) those trademarks;
(b) the trademark and those assoiciated with the business carried on under the trade name;

(c) the business carried under the trade name and those associated with the trademark are
manufactured, sold, leased, hired or performed by the same person, whether or not the wares
or services are of the same general class (Trademarks Act Chap. T-135.6)

Consideration of what is Confusing. In determining whether trademarks or trade names are
confusing, the court regards the following:

(a) theinherent distinctiveness of the trademarks or trade names and the extent to which they have
become known;

(b) the length of time the trademarks or trade names have been in use;
(c) the nature of the wares, services, or business;
(d) the nature of the trade; and

(e) the degree of resemblance between the trademarks or trade names in appearance or sound or
in the ideas. Suggested by them (Trademarks Act chap. T-13.5.6[5])).

Unfair competition and prohibited marks. No person shall:

(a) make false or misleading statements tending to discredit the business, wares or services of a
competitor,

(b) direct public attention to his or her wares, services or business in such a way as to cause or likely
to cause confusion in Canada, at the time he or she commenced so to direct attention to them,
between his or her wares, services, or business and the wares, services or business of another:

(c) pass off other wares or services as and for those ordered or requested;

(d) make use in association with wares or services, of any description that is false in material respect
and likely to mislead the public as to;
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(i) the character, quality, quantity or composition,
(ii) the geographical origin, or

(iii) the mode of the manufacture, production or performance of the wares of services (chap.T-
13, Sec.7).

Infringement. The right of the owner of aregistered trademark to its exclusive use shall be deemed
to be infringed by a person not entitled to its use under this Act who sells, distributes or advertises wares
or services in association with a confusing trademark or trade name, but no registration of a trademark
prevents a person from making:

(a) any bondfide use of his personal name as a trade name; or
(b) any bonafide use, other than as a trademark,
(i) of the geographical name of the place of business or

(ii) of any accurate description of the character or quality of his wares or services, in such a
manner as is not likely to have the effect of depreciating the value of the goodwill attaching
to the trademark (Trademarks Act chap. T-13, Sec.20).

Concurrent use of Confusing Marks. Respectingaregistered trademark the registration of which
is entitled to protection. Itis made to appear to the ferderal court that one of the parties to the proceedings,
other than the registered owner of the trademark, had in good faith used a confusing trademark in Canada
before the date of filing of the appliation for that registration, and the court considers that is not contrary
to public interest that the continued use of the confusing trademark or trade name should be permitted in
a defined territorial area concurrently with the use of the registered trademark. The court may order that
the other party may continue to use the confusing trademark or trade name within that area with an
adequate specified distinction from the registered trademark [Trademarks Act chap. T-13, Sec. 21 (1)].

Depreciation of Goodwill. No person shall use a trademark registered by another person in a
manner that is likely to have the effect of depreciating the value of the goods will attaching thereto. In any
action to the above, the court may decline to order the recovery of damages or profits and may permit the
defendant to continue to sell wares marked with the trademark that were in his or her possession or under
his or her control at the time the notice was given to him or her that the owner of the registered trademark
complained of the use of the trademark (Trademarks Act chap. T-13, Sec. 22).

Trademarks and the European Union. Since the EU is yet to formalize the collective agreement
on trademarks, the council of European communities had written a directive relating to trademarks (1989).
Definition of a Community Trade Mark. A community trademark may consist of any signs
capable of being represented graphically, particularly words, including personal names, designs, letters,
numerals, the shape of goods or of their packaging, provided that such signs are capable of distinguishing
the goods or services of one undertaking from those of other undertakings (Trademarks, Dir. 89/104, A.2).
The Council and the Commissioner consider that the defination of a trademark does not rule out the
possibility:
® of registering as a community trademark a combination of colours or a single colour;
® of registering in the future, as Community trademarks, sounds, i.e., distinctive audibles,

Provided that they are capable of distinguishing the goods or services of one undertaking from those
of other undertakings. '

The Council and the Commission consider that the word “shape” is also intended to cover the three
dimensional form of goods and that where goods are packaged, the expression “shape of goods” includes
the shape of the packaging.

Adoption of this law will make it easier for a trademark to qualify for registration allowing companies
to register three-dimensional shapes such as Johnny Walker whiskey bottles, which form part of the brand.
So a distincitively shaped bottle will become just as registrable as a brand name.
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Ineligible Trade marks. The following shall be refused registration as a trademark:
(a) signs which do not conform to the requirements outlined in defining EU trademarks;
(b) trademarks which are devoid of any distinctive character;

(c) trademarks which consist exclusively of signs or indications which may serve, in trade, to
designate the kind, quality, quantity, intended, purpose, value, geographical origin, or the time
of production of the goods or rendering of the service or other characteristics of the goods or
service; : v .

(d) trademarks which consist exclusively of signs or indications which have become customary to
disignate the goods or service in the current language or bonafide and established practices of
the trade; .

(e) signs which consist exclusively of —
(i) the shape which results from the nature of the goods themselves, or
(ii) the shape of goods which is necessary to obtain a technical result, or
(iii) the shape which gives substantial value to the goods.
(f) trademarks which are contrary to public ',policy or to accepted principles of morality;
(g) trademarks which are of such a nature as to deceive the public, for instance as to the nature,
quality or geographical origin of the goods or services;
(h) trademarks which have not been authorized by the competent authorities;
(i) trademarks which include badges, emblems or escutcheons (Trademarks, Dir. 89/104. A.3).

Unfair Competition. The Council and the Commission consider that the reference to the law of
Member States relating in particular to civil liability and unfair competition is to be construed as including
passing off. Passing-off is a term used in common-law countries such as the United Kingdom. It occurs
when one person presents goods or services in a way which is likely to injure the business or goodwill of
another person, for example by causing the public to believe that they are goods or services associated
with that other person. In order to succeed in an action for passing-off, a plaintiff must show that the way
his or her goods or services are presented by the defendant is likely to be injured by that confusion. It is
not however necessary to show that the defendant intended to mislead or confuse the public.

Licensing. There are five points put forth by the commission with respect to licensing:

(1) A community trademark may be licensed for some or all of the goods or services for which it is
registered and for the whole or part of the community. A license may be exclusive or non-
exclusive.

(2) The proprietor of a community trademark may invoke the rights conferred by that trademark
against a licensee who contravenes any provision in the licensing contract with regard to
duration, the form covered by the registration in which the trademark may be used, the scope
of the goods or services for which the license is granted, the territory in which the trademark may
be affixed or the quality of the goods manufactured or of the services provided by the licensee.

(3) Without prejudice of the provisions of the licensing contract, the licensee may bring proceedings
for infringement of a Community trademark only if its proprietor consents thereto. However, the
holder of an exclusive license may bring such proceedings if the proprietor of the trademark, after
having been given notice to do so, does not bring infringement proceedings.

(4) Alicensee shall, for the purpose of obtaining compensation for damage suffered, be entitled to
intervene in an infringement action brought by the proprietor of the Community trademark.

(5) On request of one of the parties the grant or transfer of a license in respect of a Community
trademark shall be entered in the Register and published (EC Regulation, 4595/91, A.22[21)).
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Australian Trade Mark Law. Reference to trade mark infringement may be found under Section
53 of the Consumer Protection Act of Australia with respect to false or misleadiag representations. The law
states that a corporation shall not, in trade or commerce, in connection with the supply or possible supply
of goods or services or in connection with the promotion by any means of the supply or use of goods or

services:

(a)
(b)

(c)
(d)

1)

@)
(4)
(5)

8)
9
(10)

(11)
(12)
(13)
(14)

(15)
(16)

17

(18)

falsely represent that the goods or services are of a particular standard, quality, value, grade,
composition, style or model or have had a particular history or particular previous use;

represent that goods or services have sponsorship, approval, performance characteristics,
accessories, uses or benefits they do not have; .

represent that the corporation has a sponsorship, approval or affiliation it does not have;
make a false or misleading representation concerning the place of origin of goods.
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